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FOR FURTHER ACTION Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
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Priority date (day/month/year) 
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1. This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 5 sheets, including this cover sheet. 

S This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.1 6 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of 5 sheets. 



3. This report contains indications relating to the following items: 

I Basis of the report 

II □ Priority 

III □ Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
IV □ Lack of unity of invention 

V IS Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 

citations and explanations su porting such statement 

VI □ Ce rt a in d ocuments cited 

VII □ Certain defects in the international application 

VIII Kl Certain observations on the international application 
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Authorized officer ^S5^v 
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I. Basis of the report 

1 . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1 -34 as originally filed 

Claims, No.: 

1-61 as received on 23/04/1999 with letter of 21/04/1999 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 



4. Additional observations, if necessary: 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
— applicability; citations and explanations supporting such statement 

1. Statement 



Novelty (N) Yes: Claims 1-61 

No: Claims 

Inventive step (IS) Yes: Claims 

No: Claims 1-61 

Industrial applicability (IA) Yes: Claims 1-61 

No: Claims 
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2. Citations and explanations 
see separate sheet 

VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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1 . Citations 

The documents mentioned in the present International Preliminary Examination 
Report are numbered as in the search report, i.e. D1 corresponds to the first 
document of the search report etc. 

2. Reasoned statement on Novelty, Inventive Step and Industrial Applicability 
(Section V) 

2. 1 Novelty (Art.33(2) PCT) 

The cited prior art does not appear to destroy the novelty of claims 1-61, however 
applicant is referred to the first paragraph of section 3.1. 

2.2 Inventive Step (Art.33(3) PCT) 

Document D3 is considered the closest prior art. D3 discloses the production of 
poly-beta-hydroxybutyrate (PBH) in E. coli. A plasmid comprising the PHB 
biosynthetic genes from A. eutrophus was introduced into E.coli. As explained on 
p.6, a host could be chosen which constitutively expresses the acetate utilization 
genes. Such a host could be grown on a substrate comprising a carbon source 
and propionate, since the acetylCoA synthetase belonging to the acetate 
utilization system also accepts propionate as a substrate (p. 17) (i.e. it seems that 
its activity results in the same product as would result from an acetylCoA 
transferase transfering CoA onto a propionic acid molecule (i.e. a fatty acid)). 

Indeed-the-deseription-oHhe-^ 

other enzyme as alternative embodiments of the invention (see p.9, 1.1-3). This 
fact supports the author iz ed a uthor i ties view that the p r i nciple i s c l early thp shtti ele 
i.e. to enzymatically provide additional substrate for the polyhydroxyalkanoic acid 
synthase pathway (this principle is not invalidated by the fact that the enzymes 
exhibit significant functional differences). Given that this principle is disclosed in 
D3 and that the prior art generally extensively describes feeder pathways for the 
polyhydroxyalkanoic acid synthase pathway, the choice of a specific combination 
of known enzymes and substrates cannot be considered inventive per se. No 
surprising effect has been encountered either that could be considered in the 
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assessment of inventive step. Hence, claims 1-61 are presently not considered 
inventive. 

2.3 Industrial Applicability (Art. 33(4) PCT) 

Claims 1-61 appear to have industrial applicability. 

3. Certain observations (Section VIII) 

3.1 Clarity (Art.6 PCT) 

The terminology "isolated nucleic acid segment" is technically unclear (i.e. does it 
exclude the isolated chromosomal DNA of an organism). Due to the broad 
definitions of (a) polyhydroxyalkanoic acid synthase and (b) fatty acid:acyl-CoA 
transferase, the authorized authority is convinced that many cells will naturally 
encode (chromosomally) both types of enzyme - applicant will need to convince 
the authorized authority that this is not the case (particularly in view of claims such 
as 15-17). Alternatively, cells that have been transformed with DNA encoding 
polyhydroxyalkanoic acid synthase (e.g. E. coli in D1 and D2), may naturally have 
fatty acid:acyl-CoA transferases. The introduction of the term "isolated" is 
inappropriate in claim 15 anyway since a nucleic acid cannot be considered 
isolated when it is in a cell. 



Vector names "pKSSE5.3" and "pSKSE5.3" in claims T2lindT37 respectively are 
arbitrary definitions not known to a skilled person. These need to be replaced by 
technical-featuresHfclaims-to^^ 

their present form still fail to fully explain what these vectors consist of (e.g. what 

tho v/nntnr hftnkhnno rnncirtc nf / fragment prranjfimpnf) 
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This International Search Report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 



This International Search Report consists of a total of 



sheets. 



[)(] it is also accompanied by a copy of each priorart document cited in this report. 



1 . Q Certain claims were found unsearchable(see Box I). 

2. Q Unity of invention is lacking(see Box II). 



3. [~n The international application contains disclosure of a nucleotide and/or amino acid sequence listing and the 
international search was carried out on the basis of the sequence listing 

| | filed with the international application. 

| | furnished by the applicant separately from the international application, 

| | but not accompanied by a statement to the effect that it did not include 
matter going beyond the disclosure in the international application as filed. 



| | Transcribed by this Authority 



4. With regard to the title, 



□ 



the text is approved as submitted by the applicant 

the text has been established by this Authorityto read as follows: 



5. With regard to the abstract, 

|-Y-j — tne-text.is-approved.as^ubmitted.by-the.applicant 

| | the text has been established, according to Rule 38.2(b), by this Authority as it appears in 
Box IN. The applicant may, within one month from the date of mailing of this International 
Search Report, submit comments to this Authority. 



6. The figure of the drawings to be published with the abstract is: 

Figure No. - as suggested by the applicant. Q None of the figures. 

| | because the applicant failed to suggest a figure. 

| | because this figure better characterizes the invention. 
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